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DETAILED ACTION 
Comments 

1 . The obviousness-type double patenting rejection over U.S. Patent 6,41 0,492 has 
been overcome by the terminal disclaimer filed November 8, 2004. 

Claim Rejections • 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth .n section 1 02 of this title, if the differences between the subject matter sought to bTpatented and 
the prior art are such that the subject matter as a whole would have been obvious atTe time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 -3 and 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Williamitis (U.S. Patent 2,807.155) in view of Midgley, Jr et al (Re. 19,265) and 
Kohashi et al (JP 62-292895). JP 62-292895 is already of record on the PTO-892 
mailed July 1, 2003 and is an English translation. Said English translation is referred to 
below. 

Williamitis teaches a fluid composition for a refrigerator, wherein the fluid 
composition contains a refrigerant such as disclosed in Midgley, Jr et al and, as the 
refrigerator oil, a pentaerythritol tetraester having the chemical formula given at col. 2, 
line 66 (see also col. 2, lines 23-56). The tetraester may also be of dipentaerythritol or 
tripentaerythritol (see col. 3. lines 8-20). Midgley, Jr et al is relied upon for showing that 
the refrigerant can be a chlorine-free fluorocarbon (see the paragraph bridging pages 1 
and 2 of Midgley, Jr et al). In the chemical formula at col. 2, line 66, and the chemical 
formula at col. 3, line 15, of Williamitis, the R groups can be straight or branched chain 
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aikyi of preferably 6 to 10 carbon atoms (see the paragraph bridging pages 1 and 2 of 
Williamitis). Williamitis teaches the limitations of the instant claims other than the 
differences which are discussed below. 

Williamitis not specifically teach the presence of the instant conventional oil, the 
instant additive, and 0.1 to 5% by weight of an epoxy compound in the fluid 
composition. Kohashi et al teaches that other oils, such as paraffinic mineral oils, 
naphthenic mineral oils, alkylbenzene oils, and polyolefin oils can be used together with 
its pentaerythritol ester for refrigerating machine oils (see pages 2-3 of said English 
translation). Kohashi et al also teaches the addition of 0.05 to 1 0 wt% of a glycidyl ester 
to the refrigerator oil so as to suppress the corrosion of metal components of the 
refrigerator apparatus and stabilize the oil (see page 3, lines 12-36). Kohashi et al also 
teaches that additives such as antioxidants and antiwear agents can be used together 
with the glycidyl ester (see page 4. lines 18-19). Kohashi et al exemplifies 
pentaerythritol esters (see Table 1 at page 6). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have added the glycidyl 
ester of Kohashi et al to the refrigerator oil of Williamitis because said glycidyl ester 
suppresses the corrosion of metal components of the refrigerator apparatus and 
stabilizes the oil. as taught by Kohashi et al. Furthermore, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have included an 
oil such as paraffinic mineral oil. naphthenic mineral oil, alkylbenzene oil, and polyolefin 
oil, and an additive such as antioxidants and antiwear agents, in the refrigerator oil of 
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Williamitis because these are conventional materials that can be present with the 
refrigerator oil, as shown by Kohashi et al. 

4. Claims 4 and 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Williamitis in view of Midgley, Jr et al and Kohashi et al as applied to claims 1-3 
and 5 above, and further in view of JP 55-155093, herein referred to as JP '093. 

Williamitis in view of Midgley, Jr et al and Kohashi et al, as relied upon for the 
reasons recited above, teaches the limitation of claims 4 and 6-8 other than the 
presence of the instant phosphorus compound. JP '093 teaches that the addition of 
trimethyl phosphate to a pentaerythritol ester refrigerator oil helps to prevent corrosion 
(see the attached English abstract). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to have included the trimethyl phosphate 
additive of JP '093 in the refrigerator oil of Williamitis in view of Midgley, Jr et al and 
Kohashi so as to prevent corrosion, as taught by JP '093. 

Response to Arguments 
5. Applicant's arguments filed November 8, 2004 have been fully considered but 
they are not persuasive. 

Applicant argues, with respect to the rejections in sections 2 and 3 of the Office 
action mailed May 1 1 , 2004, that in Kohashi et al, the purpose of the addition of the 
glycidyl ester is to scavenge the corrosive hydrogen chloride produced by degrading 
flon or fluoro-chloro hydrocarbon refrigerant. Applicant argues that the refrigerant used 
in the instant claims is chlorine-free and that no hydrogen chloride is produced. 
Applicant argues that the purpose for using the glycidyl ester additive as enunciated in 
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Kohashi et al does not exist in the claimed invention. Applicant cites Panduit Corp. V. 
Dennison IVIfq. and argues that there is no suggestion or reason indicated in the cited 
references for combining Kohashi et al with Williamitis and Midgley, Jr et al. The 
Examiner has considered Applicant's arguments and cited case law and does not deem 
them to be persuasive for the following reasons. While it is true that Kohashi et al's 
glycidyl ester additive will scavenge hydrogen chloride formed by decomposition of flon, 
the flon is not even required to be present in the composition in order to take advantage 
of the properties of the glycidyl ester additive. Note that the patent claim at the top of 
page 2 of said English translation of Kohashi et al recites a refrigerating machine oil 
having ester oil and the glycidyl ester additive, with no requirement that flon be present. 
Note in the "Effects of this Invention" section at the bottom of page 4 of said English 
translation, Kohashi et al teaches that "[rjefrigerating machine oils composed of a 
polyvalent alcohol and ester type oil and a fatty acid glycidyl ester in accordance with 
this invention, not only have excellent lubricating oil properties and thermal stability, but 
comprise refrigerating machine oils with improved stability. In other words, the 
combination of the refrigerating machine oil composed of the polyvalent alcohol ester 
and the glycidyl ester has excellent lubricating properties and thermal stability whether 
or not flon is present. If flon is present, the further advantage is provided of flon 
stability. 

It is well known that HCI is not the only acid of concern that is present in 
refrigerating systems, and that other acids are generated due to motor burnout, and the 
decomposition of the oil, insulation, varnish, gaskets and adhesives (see. for example. 
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col. 1 , lines 44-60 of Klodowski. U.S. Patent 4,923,806). Furthermore, epoxy 
compounds are extremely well known acid scavengers in the art for controlling acid 
buildup and preventing corrosion when used with ester oils in applications such as 
refrigeration (see col. 1, line 41 through col. 2. line 7, of Herber et al, U.S. Patent 
3,723,320). In the absence of anything unexpected, a skilled artisan would expect the 
glycidyl ester acid additive of Kohashi et al to provide thermal stability to the ester oil of 
Williamitis and prevent corrosion when used with the chlorine-free refrigerant taught by 
Midgley, Jr et al. Accordingly, the Examiner maintains that it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to have added the 
glycidyl ester of Kohashi et al to the refrigerator oil of Williamitis because said glycidyl 
ester suppresses the corrosion of metal components of the refrigerator apparatus and 
stabilizes the oil, as taught by Kohashi et al. 

Applicant argues that the refrigerants actually specified for use by Williamitis are 
Freon 1 1 , Freon 1 2, Freon 22 (col. 2. lines 27-29), which are chlorine-type fluorocarbon 
refrigerants. However, this argument is not deemed to be persuasive because 
Williamitis not limited to its examples. Williamitis clearly teaches that "[t]he refrigerant 
used in the present invention preferably comprises a fluoro halo derivative of an 
aliphatic hydrocarbon of the character disclosed in the patent to Midgley [Jr] et al. Re. 
1 9265". Midgley, Jr et al clearly shows that the refrigerant can be a chlorine-free 
fluorocarbon (see the paragraph bridging pages 1 and 2 of Midgley, Jr et al). 

Conclusion 
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6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

7. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Alan Diamond whose telephone number is 571-272- 
1338. The examiner can normally be reached on Monday through Friday. 5:30 a.m. to 
2:00 p.m. ET. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Nam Nguyen can be reached on 571-272-1342. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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